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This Office action is in response to Applicants' remarks received April 6, 2009. 

Applicants' arguments have been fully considered and are deemed to be persuasive to 
overcome some of the rejections previously applied. Rejections and/or objections not reiterated 
from previous Office actions are hereby withdrawn. 

Claims 6-10, 12-13, 17, 23-24, 27-29, 31-32 are canceled. Claims 1-2, 4-5, 11, 14-16, 
18-22, 25-26, 30, 33-34 are currently under examination. 

Priority: The request for priority to FINLAND 20031506, filed October 15, 2003, and 
FINLAND 20031508, filed October 15, 2003, is acknowledged. 

Objections and Rejections 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 20-22, 25-26, 30, 33-34 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 20 and its dependent claims are drawn to a method for preparing a protein-based 
film comprising the steps of providing an amount of protein solution which contains unmodified 
proteins having disulfide bonds, contacting the unmodified proteins with a sulfite ion forming 
agent, and forming said protein-based film from said solution, wherein the solution has a pH of 7 
or below. It is unclear if said solution has pH of 7 or below prior to film formation or whether 
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the pH is adjusted to 7 or below in order to induce protein-film formation. Therefore, it is 
unclear how the film is formed from the solution. Further clarification is requested. 

Claim 22 recites the limitation "the interchange reaction" in the claim. There is 
insufficient antecedent basis for this limitation in the claim and its parent claim. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2 ) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-2, 4-5, 20-22, 26 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Savolainen (US 6797810). 

The applied reference has one common inventor with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

For examination purposes, claim 1 has been interpreted as a protein film comprising a 
protein network formed by disulfide bonds between modified proteins having free sulfhydryl 
groups and unmodified proteins having disulfide bonds. Claim 20 has been interpreted as a 
method for preparing a protein film comprising: a) providing a protein solution containing 
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unmodified proteins having disulfide bonds, b) contacting the unmodified proteins with a sulfite 
ion forming agent, c) lowering the solution to a pH 7 or below so that a protein film is formed. 

Savolainen discloses a method comprising a) providing a whey protein solution, b) 
contacting said whey protein solution with sulfite ions, and c) adjusting the pH of said solution to 
a pH below 7 (col. 10-11 example 1, 4, col. 13-14; claims 20-22, 26). While Savolainen does not 
explicitly teach a protein film being formed, this limitation would inherently occur since 
Savolainen teaches the same active steps as the instant method, so one of ordinary skill would 
expect protein nets to form in suspension in the solution at least (see also col. 7 lines 5-25; 
claims 1-2, 4-5). Further, regarding the limitation of claim 1 , i.e. having about 2 to about 4 free 
sulfhydryl groups per protein, this limitation would also be anticipated by Savolainen since the 
instant film is formed by the same active steps as Savolainen. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over Savolainen (US 
6797810). The teachings of Savolainen are outlined above. Savolainen discloses the sulfite 
amount is 0.02-0.2 M (col. 7 lines 55-57). Savolainen does not explicitly teach the amount of 
sulfite used is 0.01-0.06% (w/v). 

However, it would have been obvious to one of ordinary skill in the art to modify the 
amount of sulfite used in order to obtain proteins with various degrees of modification that will 



Application/Control Number: 10/575,400 Page 5 

Art Unit: 1656 

result in said proteins having the appropriate functional properties (col. 7 lines 5-25; claim 25). 
Also, generally, differences in concentration or temperature will not support the patentability of 
subject matter encompassed by the prior art unless there is evidence indicating such 
concentration or temperature is critical. "[W]here the general conditions of a claim are disclosed 
in the prior art, it is not inventive to discover the optimum or workable ranges by routine 
experimentation." In re Alter, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955); see also 
Peterson, 315 F.3d at 1330, 65 USPQ2d at 1382 ("The normal desire of scientists or artisans to 
improve upon what is already generally known provides the motivation to determine where in a 
disclosed set of percentage ranges is the optimum combination of percentages."). 

Claims 11, 14-16, 18-19, 30, 33-34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Savolainen (US 6797810) in view of Krochta et al. (US 5543164; previously 
cited). The teachings of Savolainen are outlined above. Savolainen discloses free sulfhydryl 
groups in the protein end product can be made use for their functional properties, i.e. gelation, 
foaming, protein net for gel formation (col. 7 lines 5-25). Savolainen does not explicitly disclose 
formation of the protein net on a substance. 

Krochta et al. discloses that a protein-based film made from whey proteins can be formed 
on a food item (col. 5 lines 55-60), and can be formed around a lipid (col. 6 lines 7-10). The 
protein-based film can be formed without heat treatment (col. 5 line 25). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to form the whey protein net of Savolainen on a food item, edible product, and/or any 
other type of appropriate product as suggested by Krochta et al. because Krochta et al. suggest 
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that an edible protein-based coating can be used to coat foodstuff to make it more appealing or to 
protect it from moisture (claims 11, 14-16, 18-19, 30, 33-34) and Savolainen discloses a protein 
net can have functional properties. 

Applicant's arguments, with respect to the previous 103(a) rejections have been fully 
considered and are persuasive. The previous 103(a) rejections have been withdrawn. 

However, the instant claims are believed to be anticipated by Savolainen as noted above 
and unpatentable over Savolainen in view of Krochta et al., also as noted above. 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marsha M. Tsay whose telephone number is (571)272-2938. The 
examiner can normally be reached on M-F, 9:00am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Wang can be reached on 571-272-081 1 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 



Application/Control Number: 10/575,400 Page 7 

Art Unit: 1656 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Maryam Monshipouri/ 
Primary Examiner, Art Unit 1656 



June 18,2009 



